
United States Rvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United State* Potent and Trndomork Office 

Addre**: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

«rww.u.«pto. gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/040,319 



01/02/2002 



Cyrus Kcphra Becker 



R0079C-REG 



3043 



24372 7590 02/06/2003 

ROCHE PALO ALTO LLC 
3401 HILLVIEW AVENUE 

INTELLECTUAL PROPERTY LAW DEPT., MS A2-250 
PALO ALTO, CA 94304-9819 



EXAMINER 



FORD, JOHN M 



ART UNIT 



PAPER NUMBER 



1624 

DATE MAILED: 02/06/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. Mppucaniis; * /* 

1 Examiner yj 



Applicant(s) 



Group Art Unit 



— The MAILING DATE of this communication appears on the cover sheet beneath th correspondence address— 

Period for Reply . ijj^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE /^/^T^jK^^FHOU THE MAILING DATE 
OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 

Status 

□ Responsive to communications) filed on _ . 

□ This action is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims ^ 

W-Glaim(s) ^ ^ is/are pending in the application. 

Of the above claim(s) _ is/are withdrawn from consideration. 

□ Claim(s) = is/are allowed. 

□ Claim(s) _ is/are rejected. 

□ Claim(s) __ is/are objected to. 

&ktaim(s) y <*J*f are subject to restriction or election 

Application Papers requirement 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Pri rity under 35 U.S.C. § 1 19 (aH<0 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19 (a)-(d). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
•Certified copies not received: : . . 

Attachments) 

□ Information Disclosure Stat merits), PTO-1449, Paper No(s). □ Intervi w Summary, PTO-413 

□ Notice of References) Cited, PTO-892 □ Notice of Informal Pat nt Application, PTO-152 
a Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Oth r 
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The claims in the application are claims 1--39. 

This application has been found to contain more than one invention. Therefore, 
restriction to one of the following distinct inventions is required: 

n 

(I) The instances in claims 1-39 where Z is the quinazolines, classified 
variously, dependent on X, Y and A. 

(II) The instances in claims 1-39 where Z is -S(0)2), the thiadiazines in class 544" 
variously depending on the value of X, Y and A. 

These distinct inventions have acquired separate status in the art, will support separate 
patents, and will require different fields of search for the respective inventions. Accordingly, 
restriction for examination purposes, as indicated, is considered proper; 35 U.S.C. 121; 37 CFR 
1.141 and 37 CFR 1.142. 

Claim 1 constitutes an improper joinder of inventions as it groups together species 
inventions that are distinct and separately classified, and will support separate patents. Ex parte 
Markush, 1925 CD. 126, provided for this claim structure where there was an emergency 
engendered need, as the substances were "so closely related that they would not support a series 
of patents". This is not the case here. Therefore, the instant generic claims constitute an 
improper joinder of inventions; Ex parte Reid, 105 U.S.P.Q. 251; In re Winnek, 73 U.S.P.Q. 225; 
In re Ruzicka, 66 U.S.P.Q. 226. 
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This application has not been checked to the extent necessary to determine the presence 
of all possible minor errors. Applicants cooperation is, therefore, requested in promptly 
correcting any errors of which they may become aware in the specification.' 

Applicants' response must include a provisional election, even if the requirement be 
traversed, see 37 CFR 1.143 and 37 CFR 1.144. 
John M. Ford:jmr 

January 31, 2003 , //A 




JOHN M. FORD 
PRIMARY EXAMINER 
GROUP -ART UNIT/ 
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